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DETAILED ACTION 

Response to Amendment 

1. Applicant's arguments with respect to claims 1-7 and 10 have been considered but 
are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 103 

2. The text of those sections of Title 35, U.S. Code not included in this action can be 
found In a prior Office action. 

3. Claims 1-7 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Vachon et al. (US 6,340,421 Bl). Vachon's invention is directed to "a method for 
microgravimetrically depositing an electroactive species onto an electrode comprising 
dispensing a solution containing the electroactive species from a microdispenser to form a 
hanging drop of the solution and contacting the electrode with the hanging drop of the 
solution, wherein the electrode is electrically coupled with the microdispenser to form an 
electrochemical cell, and applying a potential to the electrochemical cell" (see abstract). 
Vachon discloses in Example 1 the use of a small amount of enzyme plating solution (0.5-10 
microliters) containing about 6.25 wt% enzymes and in Example 2 with 5 wt% enzymes, 
wherein enzyme is the electroactive species. The difference between Vachon and the 
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above claims is the recited concentration range. The subject matter as a whole would have 
been obvious to one having ordinary skill in the art at the time the invention was made to 
have modified Vachon's teachings because optimization through routine experimentation 
has been held to be obvious. In re Aller 105USPQ 233 (see MPEP 2144.05.II.A). 

As to the subject matter of claim 2, Vachon discloses that the volume of the 
solution is from 0.5 to 10 microliters (0.5 to 10 mm^, since 1 cc is equal to 1 ml), which is 
within the claimed range. 

As to the subject matter of claim 3, assuming the drop is in the shape of a sphere, 
with a volume of 1 mm^ for example, the radius of the sphere is also within the claimed 
range. 

The same is applied to the subject matter of each of claims 4-6 when Vachon 
discloses the voltage applied between 0.05 to 15 Volts for about 30 to 60 seconds (c. 4, I. 
28-38 and Examples 1 and 2). 

As to the subject matter of claim 10, Vachon's microdispenser reads on the recited 
housing. 

4. Claims 1-7 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Trau et al. (US 5,855,753), a reference cited in the last Office action. Trau's invention is 
directed to a method for electrophoretically depositing particles onto an electrode and 
electrohydrodynamically assembling the particles into crystalline structures. Trau 
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discloses that the method comprises all the steps as claimed (Fig. 1 and col. 4, lines 20-42). 
Trau as applied above further disclose that the method is suitable to assemble 
macromolecules such as protein and DNA strands (paragraphs 1 and 4 of c. 13), the use of 
a dilute solution (c. 4, 1. 55-62), and the construction of materials with structural features 
existing on the 1-1000 nm size (c. 1, 1. 18-20). The difference between Trau and the above 
claims is the recited concentration range. The subject matter as a whole would have been 
obvious to one having ordinary skill in the art at the time the invention was made to have 
modified Trau's teachings because optimization through routine experimentation has been 
held to be obvious. In re Alter 105USPQ 233 (see MPEP 2144.05.II.A). The same is 
applied to the subject matter of each of claims 3 and 6. 

As to the subject matter of claim 4, Trau discloses it in paragraph 5 of c. 5. 

As to the subject matter of claim 5, Trau discloses it in Fig. 5F. 

As to the subject matter of claim 10, Trau discloses it in c. 4, 1. 20-34. 

Response to Arguments 

5. Applicant's arguments filed 9 July 2008 have been fully considered but they are 
not persuasive in view of the new ground of rejections. 

Conclusion 



6. Any inquiry concerning this communication or earlier communications from the 
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examiner should be directed to Kishor Mayekar whose telephone number is (571) 272- 
1339. The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Nam Nguyen can be reached on (571) 272-1342. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 (IN 
USA OR CAmbA) or 571-272-1000. 



/Kishor Mayekar/ 

Primary Examiner, Art Unit 1795 



